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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 25 January 2010 . 
2a)\3 This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 1-18 is/are pending in the application. 
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5) 0 Claim(s) is/are allowed. 

6) KI Claim(s) 1-18 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. AppUcant's submission filed on January 25, 2010 has been entered. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims pai iicularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invcnlion. 

2. Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 recites the limitation "the transducer" in the first paragraph in body of claim. 
There is insufficient antecedent basis for this limitation in the claim because it only inferentially 
set forth in the preamble. 

Claim 2 recites the hmitation "the transducer" in the first paragraph in body of claim. 
There is insufficient antecedent basis for this limitation in the claim because it only inferentially 
set forth in the preamble. Claims 3 - 6 are rejected for being dependent on Claim 2 and for not 
clarifying the issue. 

Claim 7 recites the hmitation "the transducer" in the first paragraph in body of claim. 
There is insufficient antecedent basis for this limitation in the claim because it only inferentially 
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set forth in the preamble. Claim 8 is rejected for being dependent on Claim 7 and for not 
clarifying the issue. 

Claim 9 recites the limitation "the transducer" in the first paragraph in body of claim. 
There is insufficient antecedent basis for this limitation in the claim because it only inferentially 
set forth in the preamble. 

See rejections about omission of structural limitations, below, for further details. 

Claims 1, 2, 7, and 9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
incomplete for omitting essential elements, such omission amounting to a gap between the 
elements. See MPEP § 2172.01. The omitted elements are: the transducer. 

Claims 1, 2, 7, and 9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
incomplete for omitting essential structural cooperative relationships of elements, such omission 
amounting to a gap between the necessary structural connections. See MPEP § 2172.01. The 
omitted structural cooperative relationships are: the structural cooperative relationships between 
the probe and the fluid chamber; and the structural cooperative relationship between the 
transducer and the probe. 

Applicant should note that that while "the transducer" and its related structural features 
are claimed in the preamble, these features are NOT actually statements of limiting stmcture. 
The only structure limitation provided is "an ultrasound probe," as stated in line of the preamble. 
The remaining features (i.e., ''including (i.e. "for use of) a transducer located at. . .the transducer 
being moved within. . .to scan an image. . .") are intended uses or functional limitations of the 
claimed apparatus in question. Thus, these features are not considered as imitations and are of no 
significance to the claim construction. 
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See Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1305, 51 USPQ2d 1 161, 
1165 (Fed. Cir. 1999). See also Rowe v. Dror, 112 F.3d 473, 478, 42 USPQ2d 1550, 1553 (Fed. 
Cir. 1997) ("where a patentee defines a structurally complete invention in the claim body and 
uses the preamble only to state a purpose or intended use for the invention, the preamble is not a 
claim limitation"); Kropa v. Robie, 187 F.2d at 152, 88 USPQ2d at 480-81 (preamble is not a 
limitation where claim is directed to a product and the preamble merely recites a property 
inherent in an old product defined by the remainder of the claim); STX LLC. v. Brine, 21 1 F.3d 
588, 591, 54 USPQ2d 1347, 1350 (Fed. Cir. 2000) (holding that the preamble phrase 'Vhich 
provides improved playing and handling characteristics" in a claim drawn to a head for a 
lacrosse stick was not a claim limitation). Compare Jansen v. Rexall Sundown, Inc., 342 F.3d 
1329, 1333-34, 68 USPQ2d 1154, 1158 (Fed. Ck. 2003). See also Coming Glass Works, 868 
F.2d at 1257, 9 USPQ2d at 1966. 

Claims 3 - 6 and 8 are rejected for being dependent claims, correspondingly and not 
providing further limitations that clarify the issue presented above. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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3. Claims 1 and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by Sutton 
(US 7,081,113 B2). 

Regarding claims 1 and 9, Sutton discloses an ultrasonic probe (1) including a 
transducer located at a distal end of the probe, the transducer being moved within a chamber to 
scan an image region outside the probe, comprising: 

a fluid chamber (31) capable of enclosing the transducer within the probe; 

an acoustic fluid which is highly transmissive of ultrasound located in the fluid chamber 
(col. 7, 11. 45 - 53); and 

a thin-walled volume compensation balloon formed of a high performance thermoplastic 
material, and located within the probe (fig. 4, (313)), capable of being in fluid communication 
with the fluid chamber, the volume compensation balloon capable of containing a small fraction 
of the fluid of the fluid chamber at room (ambient) temperature (col. 7, II. 29 - 47; col. 7,1. 5 - 
44; col. 9, II. 3 - 33). 

With respect to Claim 9, the thin- walled balloon is capable of exhibiting a high 
compliance of less than 2 psi per ml; a low permeation rate to acoustic fluid of less than 1.0; a 
high burst strength in excess of 1.0 atmospheres; and a thermal stability which does not 
significantly decrease compliance at low temperatures of operation. 

4. Claims 2-5 and 7-9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Maguire et al. (US 2003/00883653 Al). 

Regarding claims 2, 7, and 9, Maguire et al. (hereinafter Maguire) suggests an 
ultrasonic probe including a transducer located at a distal end of the probe, the transducer being 
moved within a chamber to scan an image region outside the probe, comprising: 
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a fluid chamber (201) capable of enclosing the transducer within the probe (paragraph 
[0154]); 

an acoustic fluid capable of being highly transmissive of ultrasound located in the fluid 
chamber ([0126] and [0136]); and 

a thin-walled volume compensation balloon formed of a high performance thermoplastic 
material capable of being in fluid communication with the fluid chamber, the volume 
compensation balloon capable of containing a small fraction of the fluid of the fluid chamber at 
room (ambient) temperature, wherein the thin-walled balloon is formed of a non elastomeric 
thermoplastic material ([0160] and [0169 - 0171]). 

With respect to Claim 7, the non-elastomeric thermoplastic material comprises PET 
polymer ([0144]). With respect to Claim 9, the thin-walled balloon is capable of exhibiting a 
high compliance of less than 2 psi per ml; a low permeation rate to acoustic fluid of less than 1.0; 
a high burst strength in excess of 1.0 atmospheres; and a thermal stability which does not 
significantly decrease compliance at low temperatures of operation ([0147]). 

Regarding claims 3-5, Maguire discloses the ultrasonic probe of Claim 2, wherein the 
thin-waUed balloon is capable of exhibiting a low permeability to the acoustic fluid (fig. 2; 
[0140]); wherein the thin- walled balloon exhibits a high compliance over the designed 
temperature range of transport and use; and wherein the thin-walled balloon is capable of 
exhibiting a high thermal stability and is capable of being operated at or below the glass 
transition temperature for the thermoplastic material. 

Regarding Claim 8, Maguire suggests the ultrasonic probe of Claim 7, wherein the thin- 
walled balloon is capable of exhibiting high burst strength. 
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5. Claims 10 - 16 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
anticipated by Driscoll, Jr et al. (US 5,882,302). 

Regarding claims 10, 13, and 14, Driscoll, Jr. et al. (hereinafter Driscoll) suggests an 
ultrasonic probe for three dimensional imaging comprising: a probe body enclosing a fluid 

chamber; an array transducer (45) capable of being movable (or movably mounted) within the 
fluid chamber; a drive mechanism coupled to the array transducer to move the array transducer 
during scanning; an acoustic fluid located within the fluid chamber (figs. 3-5; col. 8, 11. 16 - 22 
and 59 - 65); and a volume compensation balloon (38) capable of being in fluidic 
communication with the fluid chamber (fig. 3, (36)), the balloon being formed of a substantially 
non elastic material, high performance thermoplastic such as PET (col. 9, 11. 13 - 23) and capable 
of being partially expanded at room temperature. 

Regarding Claim 11, Driscoll suggests the ultrasonic probe of Claim 10, wherein the 
balloon is capable of being approximately half filled with acoustic fluid at room temperature. 
Applicant should note that this feature refers to intended use of the apparatus and does not 
positively recite structurally limiting feature. 

Regarding Claim 12, Driscoll suggests the ultrasonic probe of Claim 11, wherein the 
balloon is capable of containing less than 20% of the fluid of the fluid chamber at room 
temperature. Applicant should note that this feature refers to intended use of the apparatus, 
namely the balloon, and does not positively recite structurally limiting features. 

Regarding claims 15 and 16, DriscoU's balloon wall is capable of being compliant 
substantially constant over a design temperature range of transport and use; wherein the design 



Application/Control Number: 10/599,312 Page 8 

Art Unit: 3777 

temperature range of use extends below 0°C. Applicant should note that these features refers to 
intended use of the apparatus and does not positively recite structurally limiting features. 

Regarding Claim 18, DriscoU suggests a shaft (32) designed for inherent intracavity use 
of the probe (col. 6, 11. 64 - 67). Applicant should note that "intracavity use" refers to intended 
use of the apparatus and does not positively recite structurally limiting features, which in any 
case, DriscoU teaches. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

6. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Maguire as 
applied to Claim 2 above. 

Regarding Claim 6, Maguire teaches each and every limitation of the claim, as 
discussed above in reference to claim 2. 

However, Maguire differs from Claim 6 in that Maguire does not teach that the acoustic 
fluid comprises silicone oil. 

However, it would be have been obvious matter of design choice to include a silicone oil 
for the acoustic fluid, since applicant has not disclosed that particularly providing silicone oil 9as 
per paragraph [0014] in present disclosure) solves any stated problem or is for any particular 
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purpose and it appears that the invention would perform equally well with the fluid provided by 
Maguire (paragraph [0126] of DriscoU's disclosure) 

Accordingly, it would have been obvious to one of ordinary skill in the art, having the 
teachings of Maguire before one at the time the invention was made, to modify the acoustic fluid 
teachings of Maguire to include silicone oil to maximize on performance and results of 
Maguire's apparatus. 

7. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over DriscoU. 
Regarding Claim 17, DriscoU teaches each and every limitation of the claim, as 

discussed above in reference to claim 1 1 . 

However, DriscoU differs from Claim 17 in that DriscoU does not teach the ultrasonic 
probe as claimed, wherein the wall thickness of the balloon is less than 1.0 mil. 

Nonetheless, as it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to provide a balloon with wall thickness of less than 1.0 mil, since it has 
been held that where the general conditions of a claim are disclosed in the prior art, discovering 
the optimal or workable ranges involves only skill in the art. 

Furthermore, Examiner has noted that the disclosure of the present application has not 
provided a criticahty for utilizing a balloon comprising wall thickness within these specifications 
(i.e. >1.0 mil). Applicant should note that differences in such concentration would not support 
the patentabUity of subject matter encompassed by the prior art unless there has been evidence 
indicating such concentration would be critical; and where only general conditions of a claim 
have been disclosed in the prior art, it would not inventive to discover the optimum or workable 



Application/Control Number: 10/599,312 Page 10 

Art Unit: 3777 

ranges by routine experimentation." See In reAUer, 220 F.2d 454, 456, 105 USPQ 233, 235 
(CCPA 1955). 

Additionally, a particular parameter must first be recognized as a result-effective 
variable, i.e., a variable which would achieve a recognized result, before the determination of the 
optimum or workable ranges of said variable could be characterized as routine experimentation. 
See In re Antonie, 559 F.2d 618, 195 USPQ 6 (CCPA 1977). Since DriscoU has not recognized 
that balloon performance efficiency is a function of the thickness of the balloon wall, optimizing 
this weight is not recognized in the art to be a result- effective variable. See also In re Boesch, 
617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Furthermore, DriscoU provides an apparatus wherein the wall of the balloon is capable of 
exhibiting a low permeability to the acoustic fluid. AppUcant should note that this feature refers 
to intended use of the apparatus and does not positively recite structurally limiting feature. 

Response to Arguments 
8. Applicant's arguments with respect to claims 1-18 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to VANI GUPTA whose telephone number is (571)270-5042. The 
examiner can normally be reached on Monday - Thursday (8:30 am - 6:00 pm; EST). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert (Tse) Chen can be reached on 571-272-3672. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you vi'ould 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/V. G./ /Tse Chen/ 

Examiner, Art Unit 3777 Supervisory Patent Examiner, Art Unit 3777 



